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Status 

1)® Responsive to communicaMonCs) filed on 12 Mav zoqt j 
23)13 This action is FINAL 2b)D This action is non-final. 

3) 0 Stnce this appncation is in condition for allowance except for format matters, prosecution as to the merits is 

closed in accordance with the piacttoe under Expert© Quayte. 1935 CO. 11. 453 O.G. 213. 
Disposition of Claims 

4) ISI Ciaim<s) J;7,2T^g end 34 is/are pending in the application. 

4a) Of the aDove claim(8) is/are withdramm ftwn consideration. 

5) D Claim{s) istere allowed. 

6) E| Claim(s> 1-7.21-32 anti r^y^t^ 
?)□ Glalm(s) is/are objected to. 

8) 0 ClainKs) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) flted on Is/are: a)^ accepted or b)^ objected to by the Examiner 

Applicant may not request that any ol«ec«c»i to the *awina{6) be heW In abeyance. See 37 CFR i 85(a) 

1 1 )a The oath or dedaiahon is ol)jected to by the Examiner. Note the attached Office Action or fbm, PTO-1S2. 
Priority under 35 U.S.C. § 119 

«)□ Acknowledgment is made of© daim for fbreign priority under 35 U.S.C. § 119{aHd) or (0 
a)aAil b)D Some* on None of: i 

1.0 Certified copies ofthe priority documents have been received. 

2. a Certified copies of the priority documents have been received in Application No 

3. a Copies of the certified copies of the priority documents have been received in this Nationei stage 

application from the Internatlonai Bureau (POT Rule 17.2(a)). 
' See the attached detailed Office action tor a Kst of the certified copies not received 
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AppHcation/Control Number. 1 0/800.339 Page 2 

Art Unftt 3736 

DETAILED ACTION 



Claim ObjecUons 

Applicant has added new claims 21-34 to the examination. However, claim 33 is 
missing. Examiner requests Applicant make the apprc^riate con^ctions. 



Claim Rejections - 35 USC § 102 

The fbilowing is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this OfTice action: 

A person shall be entitled to a patent unless - 

(b) the invenfon vras patented or decctfbed |n a priifted putilication ih this or a fora^n oodnliy or bi 
pubBc use or on sale in this countiy. mow than one year prior to tt» date of ai^Hicatlon fer patent in 
the United States. 

Claims 1-7. 21-24, 26-32, & 34 rejected under 35 U.S.C. 102(b) as being 
anticipated by Wardle et al. (US Publication No. 2002/0120211). 

Regarding claim, WardJe et al. discloses a biopsy device comprising: 

a hollow sleeve (14) adapted to receive a tissue piercing element (12) therein, 
the sleeve comprising an open proximal end, a distal end (Figure 1), a sidewal! 
extending between the proximal end and the distal end (wall of 14), and a tissue 
receiving opening (22 & 28) disposed intennediate the proximal end and the distal end, 
wherein the tissue receiving opening is formed laterally in the sidewall (Figure 1); 

and at least one electrode disposed on the sleeve (20). 
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In regards to daim 2, Wardte et al. discloses a biopsy device, whereb at the 
sieeve has an open distal end (16). 

With regard to claim 3, Wardle et al. discloses a biopsy device, wherein at least 
on© electrode (20) Is associated with the tissue receiving opening (22). 

With respect to claim 4. Wardle et al. discloses a biopsy device comprising at 
least two electrodes (20. 102. 114). 

With respect to claim 5. Wardle et al. discloses a biopsy device comprising first 
and second eteclrodes associated with the edges of the tissue receiving opening 
(Figure 5D). 

Regarding claim 6, Wardle et al. discloses a sleeve further comprising a 
connector (34) for reieasably attaching the sleeve to a biopsy device. 

In regards to claim 7. Wardle et al. discloses a device, wrtierein the at least one 
electrode is operatively connected to a source of electrical energy (38). 

Regarding claim 21, Wardle discloses a biopsy device comprising: 

a hollow sleeve (14) comprising a proximal end, a distal end, and an unitary 
sidewali extending from the distal end to the proximal end (Figure 1), and a lateral 
opening (22) fonned through a portion the unitary sidewali. wherein the lateral opening 
is configured to receive tissue, wherein the sleeve is configured to axially receive a 
portion of a biopsy probe instniment (1 2); and 

one or more electrode (20 & 114) associated with the sleeve. 
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In regards to claim 22. Wardle et al. discloses a device, wherein the lateral 
opening (22) is located proximal of the distal end of the sleeve (Figure 1), wherein a 
portion of the sleeve separates the lateral opening from the distal end of the sleeve. 

Regarding 23. Watdle et al. discloses a biopsy device, wherein a portion of the 
sWewall extends unitarily from the proximal end of the sleeve to the distal end of the 
sleeve (Figure 1). 

With respect to claim 24. Waidle disicoses a device further comprising a 
connector (34) operable to selectively couple the sleeve with the biopsy probe 
instrument 

Regarding 26, Wardle discloses a device wherein the biopsy probe instrument 
has a tissue receiving window (22). wherein the sleeve is configured such that the 
lateral opening of the sleeve permits communication of tissue thiough the lateral 
opening of the sleeve and through the tissue receiving vnndow of the biopsy prove 
instrument when the sleeve is coupled with the biopsy probe instmment (Figure 1). 

In regards to claim 27, Wardle et al. discloses a biopsy device wherein the biopsy 
probe instrument is configured to communicate electrical signals to the electnades 
[0054] when the sleeve is coupled with the biopsy probe Instrument 

Regarding claim 28, Wardle et al. discloses a device wherein the electrodes are 
configured to receive communication of electrical signals for a power source 
independent of the biopsy probe instrument [0054]. 

In regards to claim 29. Wardle et al. discloses a device wherein the one or more 
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electrodes comprises a longrtudlnal electrode positioned along the sidewall (114). 

Regarding claim 30, Wardle et al. discloses a device where the one or more 
electrodes comprises an annular electrode posrtlon at the distal end of the sleeve (20). 

In regards to claim 31 . Wardle et al. discloses a device whemin the one or more 
electrodes comprises a pair of electrodes separated by an electrode gap (space 
between 20 or space between 1 14. Figure 6B). 

Regarding daim 32. Wardle et al. discloses a device wherein the distal end of the 
sleeve is open (16). 

In regards to daim 34. Wardle et al. discloses a biopsy device comprising: 

a biopsy probe instniment (12). wherein the biopsy probe instrument comprises a 
cutter, wherein the cutler (20) is operable to sever a tissue sample; 

a hollow sleeve (14) coaxlally posittonable external to the cutter, wherein the 
hollow sleeve comprises a sidewall (sidewall of 14) and an lateral opening (22) fbrrtied 
through a portion of the sidewall. wherein the opening is configured to permit tissue to 
pass though the sidevrali of the sleeve for the tissue to be severed by the cutter, and 

one or more electrodes (20 & 1 14). wherein the one or more electrodes are 
associated with one to both of the biopsy probe instrument or the hollow sleeve. 

Claim Rejections - 35 USC § 103 

The.followlng is a quotation of 35 U.S.C. 103(a) which forms the basis for ail 
obviousness rejections set forth in this Office action: 
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fort? iKSoTl oTo?M« 1?,^^^ '"^"^ "«"««'"y '^^^ 0^ <*escribed as set 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wardte 
et ai in view of Quicl< et aL (US Publication No. 2004A)167427). 

Regarding claim 25. Wardte et at. discloses a biopsy device witti ail of the 
aforementioned element. However, Wardle et al. does not disclose a device, wherein 
the biopsy probe instrument comprises a distal end having a knife t,>, wherein the 
Sleeve is configured such that the knrie tip extends distally from the distal end of the 
sleeve when the sleeve is coupled with the biopsy probe instrument. Quick et al., 
hovwever. does disclose a device, wherein the sleeve comprises of a knife tip (14). It 
wouW have been obvious to one having ordinary skill in the art at the time the invention 
in view of Quick et al. to incorporate a knife tip with Wardle et al. in order to facilitate 
tissue severing. 

Response to Arguments 

Applicant's arguments with respect to claims 1-7. 21-32, & 34 have been 
considered but are moot In view of the new ground(5) of rejection. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 3e(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the maiRng data of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE^ONTH shortened statutory period, then the 
shortened statutory period wilt expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) wiil be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth In 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action, in the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period wni expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the malfing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Anuradha Roy whose telephone number Is 571-272- 
6169 and whose email address is aduradha.roy@uspto.gov. The examiner can 
nonnally be reached between 9:00am and 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Max Hlndenburg can be reached on 571-272-4726. 

Information regarding the status of an application may be obtained from the Patent 
Appfication Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infonnation about the PAIR system, see http://pairKiirect.uspto.gov, Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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